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DETAILED ACTION 

Response to Amendment 

This Office Action is responsive to Applicant's amendment and request for 
reconsideration of application 09/751,630 (12/29/2000) filed on December 12, 2005. 
The amendment contains amended claims: 1 , 4-7, 9, 11, 13-14, and 1 7. 
The amendment contains original claims: 3, 8, 10, 12, 16, and 18-20. 
The amendment contains previously presented claims: 2 and 15. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims1-6, 9, 11, 13-17 and 19-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Pub No. US 2002/0091562 A1 to Siegel et al. (further referred to as 
Siegel). 

Regarding claim 1, Siegel discloses a method for prescribing personal data 
preferences (page 1 , paragraph 7) comprising the steps of: 
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a) coupling an electronic consumer device to a computer of a business (page 2, 
paragraphs 13 and 22-23); 

b) accessing a personal data preferences program through use of an electronic 
consumer device that enables a consumer to create a personal privacy profile choosing, 
selecting, and then assigning opt in or opt out privacy options to one or more specific, 
distinct, and different types of personal data collected and maintained by the business 
including but not limited to the data types of history of purchases from the business by 
the consumer, demographic data, amount purchased, frequency of purchase, coupon 
used, payment method used, time of day, week, and year purchased, for the purpose of 
identifying and limiting the discrete types of data the business is authorized, by the 
customer's choice of opt in, to collect, use, and disseminate in accordance with the 
personal privacy profile data type options selected as opt in by the customer (page 1 , 
paragraph 7; page 2, paragraphs 13 and 23); 

c) recording consumer selection of the privacy options via the consumer device 
by the computer (page 2, paragraphs 13 and 22-23); 

d) coding selected privacy options by the computer (page 2, paragraph 24; page 
3, paragraph 35); 

e) downloading coded privacy options to the consumer device by the computer 
(page 2, paragraph 24; page 3, paragraphs 33-34; page 4, paragraphs 41-42; page 5, 
paragraph 44;); 
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f) transferring the coded privacy options to a consumer storage medium by the 
computer (page 2, paragraph 24; page 3, paragraphs 33-34; page 4, paragraphs 41-42; 
page 5, paragraph 44); 

g) reading the coded privacy options from the consumer storage medium by a 
transaction computer during a transaction between the consumer and the business 
(page 2, paragraphs 13 and 23-24); and 

h) limiting the collection, use, and dissemination of the personal data by the 
transaction computer in accordance with the coded privacy options (page 1, paragraphs 
7 and 12; page 4, paragraph 39; page 5, paragraph 44). 

Regarding claim 9, Siegel discloses a method of encoding personal data 
preferences of a consumer for use during a purchase transaction (page 1 , paragraph 7) 
comprising the steps of: 

a) coupling an electronic consumer device to a computer of a business (page 2, 
paragraphs 13 and 22-23); 

b) accessing a personal data preferences program through use of an electronic 
consumer device that enables a consumer to create a personal privacy profile choosing, 
selecting, and then assigning opt in or opt out privacy options to one or more specific, 
distinct, and different types of personal data collected and maintained by the business 
including but not limited to the data types of history of purchases from the business by 
the consumer, demographic data, amount purchased, frequency of purchase, coupon 
used for the purpose of identifying and limiting the discrete types of data the business is 
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authorized, by the customer's choice of opt in, to collect, use, and disseminate in 
accordance with the personal privacy profile data type options selected as opt in by the 
customer (page 1, paragraph 7; page 2, paragraphs 13 and 23); 

c) permitting the consumer to select of the privacy options via the consumer 
device by the computer (page 2, paragraphs 13 and 22-23); 

d) encoding selected privacy options by the computer (page 2, paragraph 24; 
page 3, paragraph 35); and 

e) downloading coded privacy options to the consumer device by the computer 
(page 2, paragraph 24; page 3, paragraphs 33-34; page 4, paragraphs 41-42; page 5, 
paragraph 44;); 

f) transferring encoded privacy options to a consumer storage medium by the 
computer for later downloading to a transaction computer during the purchase 
transaction (page 2, paragraph 24; page 3, paragraphs 33-34; page 4, paragraphs 41- 
42; page 5, paragraph 44) to limit the collection, use, and dissemination of the personal 
data by the transaction computer in accordance with the encoded selected privacy 
options (page 1, paragraphs 7 and 12; page 4, paragraph 39; page 5, paragraph 44). 

Regarding claim 17, Siegel discloses a system for prescribing personal data 
preferences (page 1, paragraph 7) comprising: 
A processing unit (page 3, paragraph 26); 
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A network interface in communication with the processing unit and operable to be 
coupled to an electronic network (page 2, paragraphs 13 and 22-23; page 3, 
paragraphs 26-27); and 

Memory in communication with said processing unit and containing a plurality of 
instructions which, when executed by the processing unit (page 3, paragraph 26), 
enable 

a) an electronic consumer device to access a personal data preferences program 
via the electronic network (page 2, paragraphs 13 and 22-23), the personal data 
preferences program being operable to enable a consumer to create a personal privacy 
profile by choosing, selecting, and then assigning opt in or opt out privacy options to 
one or more distinct, and different types of personal data collected and maintained by a 
business including but not limited to history of purchases by the consumer, 
demographic data, amount purchased, frequency of purchase, coupon used, payment 
method used, time of day, week, and year purchased, for the purpose of identifying and 
limiting the discrete types of data the business is authorized, by the customer's choice 
of opt in, to collect, use, and disseminate in accordance with the personal privacy profile 
data type options selected as opt in by the customer (page 1, paragraph 7; page 2, 
paragraphs 13 and 23); 

b) allowing a consumer via the consumer device to select the privacy options 
(page 2, paragraphs 13 and 22-23); 

c) convert selected privacy options into a personal data model (page 2, 
paragraph 24; page 3, paragraph 35); 
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d) code the personal data model in a format readable by a retail terminal during a 
purchase transaction to limit the collection, use, and dissemination of the personal data 
by the retail terminal (page 1, paragraphs 7 and 12; page 2, paragraphs 13 and 23-24; 
page 4, paragraph 39; page 5, paragraph 44); 

e) transmit a coded personal data model to the consumer device, wherein the 
consumer device is operable to transfer a received coded personal data model onto a 
personal data preferences storage medium of the consumer (page 2, paragraph 24; 
page 3, paragraphs 33-34; page 4, paragraphs 41-42; page 5, paragraph 44;); 

Regarding claims 2-3 and 15-16, Siegel discloses the method wherein step a) 
includes coupling the consumer device to the computer via an electronic network and 
where the electronic network is the Internet (page 2, paragraphs 13 and 22-23). 

Regarding claims 4-6, 13-14 and 19-20, Siegel discloses the method coding the 
selected privacy options into a barcode, a magnetic strip readable format and a 
magnetic strip on a card (page 2, paragraph 24; page 3, paragraphs 33-34). 

Regarding claim 11, Siegel discloses the method further comprising the steps of: 

f) transferring downloaded encoded selected privacy options onto a code storage 
device, the code storage device being readable by the transaction computer during a 
purchase transaction (page 2, paragraphs 13 and 23-24; page 3, paragraphs 33-34; 
page 4, paragraphs 41-42; page 5, paragraph 44); 
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g) reading the downloaded encoded privacy options from the consumer storage 
medium by the transaction computer during the purchase transaction (page 2, 
paragraphs 13 and 23-24). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 7-8, 10, 12 and 18 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Siegel as applied to claims 1, 9, 11 and 17 above, and further in view 

of "Love Bug Virus Raises New Concerns About Password Security" by PR Newswire in 

May 2000 (further referred to as PR Newswire). 

Regarding claim 7, Siegel does not disclose the method of transferring the coded 
privacy options to a key flock. However, PR Newswire discloses the method of 
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transferring the coded privacy options to a key flock (page 2, lines 29-32). It would be 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
teaching of personal customer storage devices for storing personal data as disclosed by 
Siegel to adapt the storing of personal information in a key fob as disclosed by PR 
Newswire. The motivation would be that a key fob is one of many forms of personal 
storage devices and users find the use of key fobs convenient as they can be stored on 
a user's key chain for safe keeping. 

Regarding claims 8, 10 and 18, Siegel discloses the method wherein the 
consumer device is one of a personal computer or a personal digital assistance (page 2, 
paragraphs 1322-24; page 3, paragraph 34). Siegel does not disclose a cell phone. 
However, PR Newswire discloses a cell phone (page 2, lines 29-32). It would be 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
teaching of personal customer storage devices for storing personal data as disclosed by 
Siegel to adapt the use of consumer device being a cell phone as disclosed by PR 
Newswire. The motivation would be that a cell phone is one of many forms of personal 
storage devices and users are accustomed to carrying their cell phones with them. 

Regarding claim 12, Siegel discloses the method wherein the code storage 
device comprises one of an access card and a barcode (page 2, paragraph 24; page 3, 
paragraphs 33-34). Siegel does not disclose a key fob. However, PR Newswire 
discloses the method where the storage device is a key flock (page 2, lines 29-32). It 
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would be obvious to one of ordinary skill in the art at the time of the invention to modify 
the teaching of personal customer storage devices for storing personal data as 
disclosed by Siegel to adapt the storing of personal information in a key fob as 
disclosed by PR Newswire. The motivation would be that a key fob is one of many 
forms of personal storage devices and users find the use of key fobs convenient as they 
can be stored on a user's key chain for safe keeping. 

Response to Arguments 

Applicant's arguments with respect to claims 1-20 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Sough can be reached at 571-272-6799. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Jennifer Liversedge 

Examiner 

Art Unit 3628 
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